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1. Claims 2, 5, 6 and 8-16 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. 

Each of claims 2, 5, 6 and 8-16 merely recite the manner in which the claimed apparatus 
is intended to be utilized, and do not recite additional structure of the claimed apparatus; 
therefore, the claims do not further limit the subject matter of the apparatus claims. Note that 
intended use has been continuously held not to be germane to determining the patentability of the 
apparatus, In re Finsterwalder, 168 USPQ 530; the manner or method in which a machine is to 
be utilized is not germane to the issue of patentability of the machine itself, In re Casey, 152 
USPQ 235. 

2. ClaimlO is objected to because of the following informalities: on line 2 of claim 10, 
"load of mold clamping servomotor" should be -load of the mold clamping servomotor- for 
clarity. Appropriate correction is required. 

3. Applicant is advised that should claim 3 be found allowable, claim4 will be objected to 
under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



Application/Control Number: 10/661,531 
Art Unit: 1722 



Page 3 



5. Claims 2, 5, 6 and 8-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 2, 5, 6 and 8-16 are indefinite as to exactly what structure of the claimed injection 
molding machine is intended to be claimed, since each of these claims only sets forth recitations 
regarding the manner in which the claimed machine is to be utilized during the intended 
operation. The additional structural elements (if any) of the claimed machine should be clearly 
recited in the dependent claims. 

Claim 10 is unclear as to exactly what is intended by "when the mold clamping force is 
undamped" (it is not seen how a force may be considered to be "undamped" as claimed). 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. Claims 1, 2 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Eggenberger et al. (U.S. Patent 3,642,405) or Speck et al. (U.S. Patent 4,832,884). 
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Eggenberger et al. and Speck et al. each disclose the injection molding machine 
substantially as claimed, comprising a toggle clamping apparatus between a movable platen and 
a rear platen, and mold clamping force adjusting means which adjusts a position of the rear 
platen according to a difference between a measured mold clamping force and a predetermined 
reference (i.e., set point) mold clamping force, except for the toggle clamping apparatus being 
actuated by a servomotor. However, pressure cylinder actuators and servomotor actuators are 
notoriously well known equivalents for toggle clamping apparatus, and it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify either 
Eggenberger et al. or Speck et al. by providing the toggle clamping mechanism with such a 
notoriously well known equivalent servomotor actuator for the same purpose of extending and 
retracting the toggle clamping mechanism to close and open the mold. Note that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations, Ex parte Masham, 2 USPQ2d 1647. 

9. Claims 3-12 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either Eggenberger et al. (U.S. Patent 3,642,405) or Speck et al. (U.S. Patent 4,832,884), in view 
of any one of Onishi (U.S. Patent 6,413,453; col. 3, line 39 through col. 4, line 4), Hiraoka (U.S. 
Patent 5,912,025; col. 3, lines 40-45), Siegrist et al. (U.S. Patent 5,792,483; Figure 16; col. 20, 
lines 32-37) and Silvey (U.S. Patent 5,469,038; col. 5, lines 52-61). 

Eggenberger et al. and Speck et al. each disclose an injection molding machine 
comprising a toggle clamping apparatus between a movable platen and a rear platen, and mold 
clamping force adjusting means which adjusts a position of the rear platen according to a 
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difference between a measured mold clamping force and a predetermined reference (i.e., set 
point) mold clamping force, except for the adjusting means being responsive to a difference 
between a measured load of a mold clamping servomotor and a predetermined reference (i.e., set 
point) servomotor load, (claims 3, 4 and 7) Each of Onishi (note current detector 40 for 
servomotor 18), Hiraoka, Siegrist et al. and Silvey discloses an injection molding machine 
comprising a toggle clamping apparatus driven by a mold clamping servomotor actuator, and 
further discloses the correlation between clamping force and the servomotor current load. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
either Eggenberger et al. or Speck et al. by providing the mold clamping force adjusting means 
as being responsive to the measured load of a mold clamping servomotor actuator for the toggle 
clamping apparatus, since a skilled artisan would have recognized the correlation between mold 
clamping force and servomotor load, as evidenced by any one of Onishi, Hiraoka, Siegrist et al. 
and Silvey. Moreover, to the extent that the manner of operating the injection molding machine 
as recited in claims 2, 5, 6, 8-12 and 14-16 further define any structure of the claimed apparatus, 
such would have been obvious to a skilled artisan and well within the level of ordinary skill in 
the art based on the collective teachings of Eggenberger et al., Speck et al., Onishi, Hiraoka, 
Siegrist et al. and Silvey. Note that a recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations, Ex parte Masham, 2 USPQ2d 1647. 
10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Mackey whose telephone number is 571-272-1 135. The 
examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1 166. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1722 
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